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Claim Objections 

The claim language employed in claim 10 is awkward and nearly fails to recite a 
positive step. It is suggested that claim 10 be rewritten to state that the method 
"comprises making an ink composition adhere to a recording medium...". In any case, 
minor revision is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1-5 and 7-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pearlstine et al., U.S. patent # 6,087,416. Applicant is referred to entries 1 and 2 in the 
table in column 12 where numerous ink sample formulations are disclosed. Relevant to 
the present discussion, the formulation contains a total of 15 wt.% combined of a glycol 
alkyl ether denoted DPnP or PnP and hexylene glycol (also aptly identified as 
hexanediol). The formulations also contain a polysiloxane-oxyalkylene copolymer (S- 
7602 or S-7608) diethylene glycol, which is water-soluble, and 3 weight parts of a solid 
pigment where the weight contribution of the pigment is calculated as follows: 

% solids in ink Concentrate = 450/3000 = 0.15 = 15% 
% solids in ink sample 1 = 0.15 x 20 = 3 

As for claim 7, the ink concentrates all include a polymer dispersant. 

As for claims 10-12, the compositions described therein are used as ink jet inks 
(column 1 , line 65) for vinyl substrates (title). 
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Claims 1-5 and 7-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Pearlstine et al., U.S. patent # 6,087,416 and the chemical abstracts registry record 
information for S-7062 (L7602) and S-7608 (L7608). A registry search of these 
materials confirms that they are both polydimethylsiloxane- 
methyl(polyoxyethylene)siloxane graft copolymers. 

It is appreciated that more than one source has been invoked in a statement of 
rejection under 35 U.S.C. 102. According to section 2131.01 of the MPEP, a 35 U.S.C. 
102 rejection over multiple references has been held to be proper when the extra 
references are cited to: 

(A) Prove the primary reference contains an "enabled disclosure; " 

(B) Explain the meaning of a term used in the primary reference; or 

(C) Show that a characteristic not disclosed in the reference is inherent. 
Clearly, the registry records were made of record in the present case for either of 
reasons (B) or (C). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pearlstine 

et al., U.S. patent # 6,087,416 in view of Ma et al., U.S. Patent # 5,221 ,334. Pearlstine 

employs an n-propyl ether derivative of dipropylene glycol as opposed to the 
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monomethyl-, ethyl-, and butyl- ethers of (di)ethylene glycol set out in claim 6. 
Nonetheless, column 2, lines 47-50 state that any of the glycol ethers taught in Ma are 
suitable and Ma mentions in column 9, lines 1-15 many of the same compounds 
outlined in claim 6 hence these embodiments are at least obvious. 

Claims 1-3 and 5-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over 

Claims 1-3 and 5-12 are rejected under 35 U.S.C. 103(a) as being obvious over 
Ishimoto et al., U.S. Patent Application Publication No. 2003/0226473 A1. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1 ) a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). . 
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Applicant is referred to table entries Lk 5, Lm 2, and Lc 2 where ink jet 
formulations comprising water-soluble glycerol, ethylene glycol, triethylene glycol 
monobutyl ether, less than 3 weight parts of a pigment, and a surfactant are mentioned. 
In the present case, ethylene glycol corresponds to the alkanediol required by the claim. 
The combined weight contributions of ethylene glycol and triethylene glycol monobutyl 
ether are, in each instance, less than 20wt. % but more than 10 wt.%. However, 
whereas the surfactant mandated by the claims is a potysiloxane-oxyalkylene 
copolymer, the surfactant utilized in these particular embodiments of the prior art 
invention is an acetylene glycol. Nevertheless, the reference does not discourage the 
skilled artisan from using the other favored surfactant, (i.e BYK-348, which is a graft 
copolymer that adheres to the structural limitations stipulated in claim 3 according to 
paragraphs 49-51 and the figure on page 6) as an alternative to the acetylene glycol. 
Therefore, the claimed invention is obvious. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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